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Remarks/Argutoemts 

In response to the Office Action, the applicant offers the foUowii^ remarks. Claims 1 to 
4, 6, 10, 11, 13 and 14 have been amended, claims 5^ 7 to 9 and 15 to 20 have been withdrawn 
and claims 21 to 31 have been added. Claims 1 to 6, 10 to 14 and 21 to 31 are pending in the 
present patent application. 

1. Claim Obiections-Minor InfonnaMties 

The Office Action objeci;$ to claim I and indicates that &e word 'thereto'' should be 
replaced by ^^ereinto". Claim 1 has been amended and the word "thereto'* has been deleted in 
claim 1, rendering this objection moot 

2. Refections Under Sectio:is lOlfb) and 103fa) 

The Office Action rejects claims 1 to 4, 6, 10, 11, 13 and 14 under 35 U.S.C, § 102(b) as 
being anticipated by U,S. Patent 5,823,543 issued to Bums et al. CBums et al/*). The Office 
Action rejects claims 1 and 2 under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent 
5,961,131 issued to Hilgaxth rHilgarth*> Claim 1 is also rejected under 35 U.S.C. § 102(b) a$ 
being anticipated by any one of Canadian Patent Apphcation 2,201,814 in the name of Chicoine 
C'Chicoine*'), Canadian Patent /application 2,295,778 of Fullum ("Fullum*') or French Patent 
Application 2,742,063 of Joumard ("Jouraiard''), Lastly, the Office Action rejects claims 5 and 
12 under 35 U.S.C. § 103(a) as being unpatentable over Bums et aL in view of U.S. Patent 
6,343,639 issued to Kilgore et al. 

The applicant respectfully requests reconsideration of these rejections in view of the 
following remarks. 
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3. PateatabHj tv nf Ame oded Independent Claim 1 

According to MPEP § 706.02, in Older to reject a claim under 35 U.S.C. § 102(b) as being 
anticipated by a reference^ the Examiner must determine that such reference teaches every aspect 
of the claimed invention either explicitly or impliedly 

There are no grounds for an anticipation r^ection of amended claim 1 since none of the 
cited references teaches the following highli^ted features: 

1 . An in-line roller sl'^e comprising: 

(a) a skate boot comprising an upper for enclosing and supporting a human foot, said 
upper comprising a bottom portion; 

(b) a chassis canying a plurality of aligned wheels* said cliassis being mounted to said 
skate boot; and 

(c) an ontsole covering said bottom portion of said upper* said oatsole 
comprising a heel portion comprising a cavity and a resilient component inserted 
within said cavity for reducing shocks and vibrations transferred from said chassis 
to the hnman foot. 

a) Rejection based uponi Bums et aL 

Bums et al. discloses an elastomeric shock absorbing material 38 mounted in the sockets 
40, 42 of the pivot member 32 ar d the bracket 31 and an elastomeric cylinder 58 mounted in the 
sockets 60, 61 of the pivot membar 54 and the bracket 52, 

Official Action indicates that: **Bums et aL discloses [an] outsole further including 
a resilient component (38 and/or 58; refer coL < lines 8-9, and lines 18-19) inserted thereinto". 
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The applicant realizes that there :.s confusion of terms since it appears that the rejection is based 
on the assumption that the brackets 31, 52 form part of the outsole of the skate shoe 13, 

As indicated by the Examiner, the outsole of the skate shoe 13 is not sq>arately 
numbered It is understood that ±ie outsole forms part of the skate shoe 13 and that the pivot 
members 32, 54 and the brackets 31» 52 are mounted on the outsole and do not therefore form 
part of such outsole. The Examiner will indeed appreciate that the pivot members 32, 54 and the 
brackets 31, 52 form part of the couble pivot mechanism 14, 16 of the shock absorber system 12 
that are respectively attached to fie forward end of the skate shoe 13 and the rearward portion of 
the skate shoe 13 (Column 3, lines 57-64). Also note that the inventors specifically indicate that: 
"Double pivot mechanism 14 includes a first pivot 30 mounted to a bracket 31 on the bottom of 
the skate shoe 13. Pivotabfy mounted at pivot 30 is pivot member 32 which itself contains a 
second pivot 34 that is attached to frame 20 of truck device 18, " (Colurzm 3> line 67; Column 4, 
lines 1-4)- 

The pivot members 32, 54 and the brackets 31, 52 cormect the bottom of the slcate shoe 
13 to the chassis 20, they form part of fiie double pivot mechanisms 14, 16, they do not form part 
of the outsole and they cannot tierefore be identified as an outsole comprising a heel portion 
with a cavity and a resilient ccmponent inserted within the cavity for reducing shocks and 
vibrations transferred from the chassis to the human foot as recited in claim 1 . 

b) Rejection based upon Hilgarth 

Hilgartb discloses a skate 10 having a shoe 1 1^ a support (chassis) 12, an extension 19 and 
an elastic foil 21 coimecting the support 12 and the extension 19. The elastic foil 21 i$ mounted 
between the shoe 1 1 and the chassis 12. 

Official Action indicates rliat: "Hilgarth discloses fanj outsole fiirther including a 
resilient component (21) inserted thereinto^'. It thus appears that the rejection is based on the 
assumption that the extension 1 9 fonns part of the outsole of the skate boot upper. It is however 
submitted that the extension 19 connects the skate boot to the chassis via the elastic foil 21 and 
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this extension caimot be id^tifi-dd a$ an outsole covering the bottom portion of the skate boot 
upper as recited in claim 1. AIs:) note that the inventor identifies the extension 19 as being a 
component fliat is separate ftom the outsole: "'the extension 19 consists of a central protrusion 
119 defining with the sole of the shoe 11, a slot 24; the elastic foil 21 is of the type shown in 
F/G. 2." (Column 4, lines 47-49). 

Moreover, Hilgaxth does not teaches an outsole comprising a heel portion with a cavity 
and a resilient component inserted within the cavity for reducing shocks and vibrations 
transferred &om said chassis to the human foot as recited in claim 1. 

c) Rejection based upoA OxicoiAe 

Chicoine discloses a wheel mounting assembly 1 having ^ coil spring 91 for biasing the 
fiont portion of the wheel frame .9 downwardly from the sole member 3. The sole member 3 has 
a rear mounting bracket U havtig holes 63 for pivotally connecting the sole member 3 to the 
wheel frame 19> 

Official Action indicates that Chicoine "discloses [..J [an] outsole further including a 
resilient component inserted tkei-einto for reducing shocks and vibrations transferred from the 
chassis". It thus appears thai th3 rejection is based on the assumption that the rear mounting 
bracket 1 1 forms part of the outsole of the skate boot upper. It is however submitted that the 
mounting bracket 1 1 connects th^ skate boot to the chassis and this mounting bracket cannot be 
identifred as an outsole covering iie bottom portion of the skate boot upper as recited in claim 1 . 

Moreover, Chicoine does not teaches an outsole comprising a heel portion with a cavity 
and a resilient component inserted within the cavity for reducing shocks and vibrations 
transferred from said chassis to &e human foot as recited in claim 1 . 
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d) RejedioA based apon FiiUnm 

FuUum discloses an in-Iin 3 loUer skate comprisixxg a boot 2, a chassis 3 and rear and front 
extensions 10» 11 int^rconnectir.g the boot 2 and the chassis 3. The skate also comprises a 
resilient member 35 located betw^n the fiont portion of the skate boot 2 and the chassis 3. 

OfiScial Action indicates that Fullum "discloses [...J [an] outsole further including a 
resilient component inserted thereinto for reducing shocks and vibrations transferred from the 
chassis '\ It thus appears that the rejection is based on the assumption that the extensions 10, 11 
form part of the outsole of the skate boot upper It is however submitted that the extensions 10, 
1 1 connect the skate boot to the chassis and they cannot be identified as an outsole covering the 
bottom portion ofthe skate boot tipper as recited in claim 1, 

Moreover, Fullum does net teaches an outsole compiismg a heel portion with a cavity and 
a resilient component inserted within the cavity for reducing shocks and vibrations transferred 
from said chassis to the human foot as ledted in claim 1. 

e) Rejection based upon joumard 

Joumaid discloses a dampening 4 that is affixed on the rigid portion 9 of the outsole 3 
and it does not therefore teaches an outsole comprising a heel portion with a cavity and a 
resilient component inserted w: thin the cavity for reducing shocks and vibrations transferred 
from said chassis to the human foot as recited in claim L 

Hence, the applicant lespectfully requests withdrawal of the Examiner rejection of 
independent claim 1 pursuant to 35 U.S.C. § 102(b). Because claims 2 to 6, 21 and 22 dqpend 
from independent claim 1 and include by reference all of the limitations recited in the 
mdq)endent claim, the applicant respectfhily submits that these claims are also patentable. 
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4. 



Patepta^iiMtY pfAimv^^^A Wm^^m Qajm 



According to MPEP § 70(i.02, in order to reject a claim under 35 U,S.C. § 102(b) as being 
anticipated by a reference, the Examiner must detennine that such reference teaches every aspect 
of the claimed invention either explicitly or impliedly 

There are no grounds for an anticipation rejection of claim 10 based upon Bums et al. 
since this cited reference does nou teach the following highlighted features: 

^ 10. An in-line roller skate comprising: 

(a) a skate boot comprising an upper for enclosing and supporting a human foot, said 
upper comprising a bottom portion; 

(b) a chassis caxiying a plurality of aligned wheels, said chassis being mounted to said 
skate boo^ and 

(c) an outsoie covering said bottom portion of said upper, said ontsole 
comprising a heel porticn comprising a fork-like structure having upper and lower 
platforms defining a sp ice therebetween for receiving a resilient component, said 
upper and low^ platforois branchiBg out from an intersecting portion of said fork- 
like structure and being adapted to flex at said intersecting portion for compressing 
said resifient component when one of said aligned wheels abuts an obstacle. 

Official Action indicates that: "Bums et al discloses /",../ [an] outsoie further including 
a resilient component (38 and/or 58; refer col 4, lines 8-9, and lines 18-19) inserted thereinto 
f..J the outsoie further comprising a heel portion (16) and a front portion (14)^ the heel portion 
(16) including a fork-like structure (combination of 52 and 54) having upper (52) and lower. (54) 
platforms dining a space therebetween for receiving the resilient component (58) It thus 
appears that the rejection is based on the assumption that the bracket 52 and the pivot memba: 54 
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foiTD of the outsole of the skate boot upper. As previously indicated, the bracket 52 and the 
pivot member 54 connect the bot:OTi of the skate shoe 13 to the ch^is 20, tfa^ foim part of the 
double mechanism 16, ihey do r»ot forai part of the outsole of the shoe 13 and tihiey cannot be 
identified as art outsole covering die bottom portion of the skate boot upper as redted in claim 
10. 

The exanoiner will also appreciate that Bums et al. does not disclose an outsole with a 
heel portion comprising a fork-Kce structure having upper and lower platfomis defining a space 
therebetween for receiving the resilient component since the bracket 52 and the pivot member 54 
cannot be identified as respective upper and lower platforms of the heel portion of the outsole. 
Indeed, as indicated above, these components fomi part of the double pivot mechanism 16 and 
they do not foim part of the outsole of the shoe 13. 

Moreover, Bums et al, does not disclose upper and lower platforms branching out firom an 
intersecting portion of said fork-like stxuctuie and being adapted to ilex at said intersecting 
portion for compressing the resilient component when one of said aligned wheels abuts an 
obstacle as recited in claim 10. 

Hence, the g^licant respectfully requests withdrawal of the Examiner rejection of 
independent claim 10 pursuant to 35 U.S.C § 102(b). Because claims 11 to 14 and 23 depend 
from independent claim 10 anti include by reference all of the limitations recited in the 
independent claim, the applicant respectfully subnDdts that these claims are also patentable. 
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5. Patentabflitv of New Ckim 24 

None of the cited references discloses fhe following highlighted features of new claim 24: 
24. An inrline roller slcate comprising: 

(a) a sJkate boot having an upper for enclosing and supporting a human foot, said 
upper comprising a bottom portion; 

(b) a chassis carrying a plurality of aKgaed wheels, said chassis being moimted to said 
skate boot; and 

(c) an oatsole covering said bottom portion of said npper^ said outsole 
comprising a heel portion having a cavily and a resilient component entirely 
confined within said cavity. 



The applicant therefore submits that new independent claim 24 is patentable over the 
cited references. Because claims 25 to 31 depend from independent claim 24 and include by 
reference all of the limitations recited in the independent claim, the applicant respectfully 
submits that these claims are also patentable 
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Conclusion 



In view of ttie above ^^idmente and lemarks, it i$ submitted that claims 1 to 6, 10 to 14 
and 21 to 3 1 are not anticipated by the cited references and that each of these pending claims is in 
condition for allowance. The rqection under 35 U.S.C^ § 102(b) should be withdrawn. 
Favorable action is earnestly solicited. 

Finally^ the Examiner is invited to call the applicant's undersigned representative if any 
further amendmeat will expedite the piosecution of the application or if the Examiner has any 
suggestions or questions concerning the application or the present response. In fact, if the claims 
of the application are not belie\'ed to be in fiill condition for allowance, for any reason, the 
applicant re^ectfully requests tlie constructive assistance and suggestions of the Examiner in 
drafting one or more accq)table claims pursuant to MPEP § 707.07(j) or in making constructive 
suggestions pursuant to MPEP § 706.03 so that the application can be placed in allowable 
condition as soon as possible and without the need for further proceedings. 




Dated: March 4, 2004 
SMART &BIGGAR 

1000 de la Gauchetiere Street West, Suite 3400 
Montreal, Quebec, H3B 4W5, C/^ADA 
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